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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 01/05/09 has been entered. Claims 1-18, 21 and 
22 are currently under examination on the merits. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-18, 21 and 22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 recites the terms "protective" and "carrier" in reference to the first 
and second rigid substrates, yet these terms are not adequately disclosed in the original 
specification. "Protective" appears in the original specification only to describe the protective 
polymer interlay er (Page 1) or in reference to a protective additional third glass substrate (Page 
5). "Carrier" appears only on page 14 in reference to electrical carriers. These terms are never 
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used in the specification to describe the two rigid substrates and are therefore considered new 
matter. These terms are further discussed in the Response to Arguments section. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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7. Claims 1-11, 15-18, 21 and 22 are rejected under 35 U.S. C. 103(a) as being unpatentable 

over Giron et al. (WO/2002/006889), see English language equivalent Giron et al. (U.S. 

2004/0053125) in view of Barth et al. (U.S. 6,294,233). 

Regarding claim 1, Giron et al. discloses a glazing assembly, which reads on the 

limitations of instant claim 1 . 

(See [0020]-[0024], the active layers (i.e. electrochromic system layers) and the 
protective polymer layer lie in between the two rigid substrates. The order of the layers 
is disclosed at [0080]: rigid glass substrate (1), active stack (2) (3) and (4), EVA film (not 
shown in Figs.) and second rigid glass substrate (5). The presence of the EVA film 
between the active component of the glazing and the second glass layer is further 
disclosed at [0024] and [0025]. The first rigid glass substrate is a "protective" substrate 
in that it provides a degree of protection to the internally laminated active stack. The 
second rigid substrate is a "carrier" substrate in that it is bonded to and carries the active 
stack and the EVA film.) 

While Giron et al. does not explicitly disclose that the polymer layer functions to retain 
fragments of the glazing assembly should the assembly break, in light of the substantially 
identical polymer layer thickness and composition (i.e. polyurethane ([0024]) 0.8 mm thick 
([0091])) with the instant disclosed polymer layer, (See instant specification, page 9, lines 1-5), it 
will, intrinsically, possess the claimed properties, absent any objective evidence to the contrary. 
See MPEP 2112 (In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 

Giron et al. does not explicitly disclose an additional solar protective layer being 
positioned on the outer face of the first substrate, however, Barth et al, which is also directed 
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towards optically functional glass based panels, discloses that solar protective films, which could 
be affixed to the outer surface of glass panels, were known to those having ordinary skill at the 
time of the invention (CI, L25-50). One having ordinary skill in the art would have found it 
obvious to have provided one of solar protective films of Barth et al. to the outer surface of the 
substrates of the panel of Giron et al. in order to improve the protection from solar radiation (CI , 
L15-25). 

Regarding claims 2, 3, 9 and 10, modified Giron et al. discloses all of the claimed 
limitations as set forth above. Additionally, the reference discloses a glazing assembly which 
reads on claims 2, 3, 9 and 10. 

(See Abstract, the active system in the assembly is electochromic, which provides 
and optical function. See [0124], the screen-printing of conductive strips in place of the 
wires which lie along the periphery of the substrates (Fig. 7, 14a-c, 15a-c) is disclosed. 
These conductive strips would alter the opacity of the substrate to some degree and 
therefore would constitute an opacifying coating. See [0040]-[0046], the deactivated 
lower electroconductive layer along the periphery of the substrate, (deactivated via 
localized ablation, [0046]), constitutes a margining line.) 

Regarding claims 4-8, 21 and 22, modified Giron et al. discloses all of the claimed 
limitations as set forth above. Additionally, the reference discloses a glazing assembly which 
reads on claims 4-8, 21 and 22. 

(See [0091]-[0092], the two substrates are of glass about 2mm thick each, and the 
plastic layer is 0.8mm thick, which makes a total thickness of 2.8mm thick. The other 
layers deposited in the assembly have a maximum disclosed total thickness of 1340 nm or 
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0.00134mm (i.e. 20+350+100+100+100+370+300 nm), making the total assembly 
thickness 2.80134mm, which lies within the ranges of instant claims 5 and 6. The two 
glass substrates are about 2mm thick each, which makes them substantially the same 
dimension and they have identical rectangular shapes, while in Fig. 4 ([0107]), one glass 
pane is smaller than the other, giving it the same shape with different dimensions. See 
[0070], the glass substrates are disclosed as being bulk tinted, which gives them a degree 
of opacity and therefore makes them opacified substrates.) 
Regarding claims 11,15 and 16, modified Giron et al. discloses all of the claimed 

limitations as set forth above. Additionally, the reference discloses a glazing assembly which 

reads on claims 11,15 and 16. 

(See [0069]-[0070], an insulating polymer film frame is disclosed to lie around 
the periphery of the substrates as a seal, with two of its sides having flexible conductive 
current leads or conductive coatings which serve as connection elements for the active 
system within the frame and also provide a degree of mechanical reinforcement for the 
polymer seal. Also, the polymer film frame is positioned on, and at least partially fills, 
the marginal deactivated areas, which, being deactivate via ablation, constitute open 
groove spaces between the two substrates.) 

Regarding claim 17, modified Giron et al. discloses all of the claimed limitations as set 
forth above. Additionally, the reference discloses a method of forming an article comprising, 
forming an article with a glazing assembly; wherein the article is selected from the group 
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consisting of a window, a sunroof, a skylight, a display panel, a display case, and a piece of 
furniture. 

(See [0080]-[0092], the method for making assembly is disclosed. See [0074], an 
embodiment of the assembly in an automobile roof (i.e. sunroof) is disclosed.) 
Regarding claim 18, Giron et al. discloses all of the claimed limitations as set forth 

above. 

Giron et al. does not explicitly disclose the specific passing of the safety tests of the ECE 
R43 and ANSI Z26.1 standards for the glazing assembly. However, in light of the substantially 
identical glass substrate thickness, polymer layer composition and thickness and the substantially 
identical sealants in the glazing assembly of Giron et al. with the instant glazing assembly, it 
will, inherently, possess the claimed properties, absent any objective evidence to the contrary. 
See MPEP 21 12 (In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 

8. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Giron et al. 
(WO/2002/006889) in view of Barth et al. (U.S. 6,294,233) as applied to claims 1 and 1 1 above, 
and further in view of Johnson et al. (U.S. 6,284,360). 

Regarding claims 12-14, modified Giron et al. discloses all of the claimed limitations as 
set forth above. Additionally Giron et al. discloses a glazing assembly used in an embodiment 
for a vehicle sun roof, ([0074]), which would require a secondary frame seal to mount the 
assembly into the vehicle. 

Giron et al. does not disclose a glazing assembly which explicitly meets the limitations of claims 
12-14. 
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Johnson et al. discloses a sealant composition for use with motor vehicle windshields (See 
Abstract) which meets the limitations of claims 12-14. 

(See Fig. 8, the seal encapsulates and is in contact with the edges of the 

windshield. Also see Fig. 7, the seal is flush with both outer faces of the windshield.) 

The use of produce-by-process limitations has been noted in Claim 13, such as, for 
example, "seals are formed by extrusion or obtained by encapsulation." While Johnson et al. 
does in fact teach these processes to produce seals, the examiner notes that even though a 
product-by-process is defined by the process steps by which the product is made, determination 
of patentability is based on the product itself. In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. 
Cir. 1985). As the court stated in Thorpe, 777 F.2d at 697, 227 USPQ at 966 (The patentability 
of a product does not depend on its method of production. In re Pilkington, 411 F.2d 1345, 
1348, 162 USPQ 145, 147 (CCPA 1969). If the product in a product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process.). 

Giron et al. discloses a glazing assembly for use in a vehicle sun roof without any 
specific mention of the means for mounting the glazing assembly and therefore it would have 
been obvious to look to other references for an appropriate vehicle mounting system (as in 
Johnson et al.). The inventions of both Giron et al. and Johnson et al. are drawn to the field of 
windshields and therefore it would have been obvious to one having ordinary skill in the art at 
the time of the invention to have included the sealant of Johnson et al. with the assembly of 
Giron et al. for the purposes of installing the windshield in the vehicle for which it is intended to 
reside. 
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Response to Arguments 

9. Applicant's arguments filed on 01/05/09 have been considered but are not persuasive. 

Regarding applicant's arguments directed towards the order of the layers of Giron et al., 
as was stated in the previous response to arguments, the disclosure of Giron et al. reads on the 
instantly claimed order of layers: 

"Applicant's citations seem to confirm the examiner's citation at paragraph 80 in 

that they show that the stack of Giron et al. comprises in order: glass substrate : active 

stack : EVA layer : glass substrate." 

Applicant has added the limitations "carrier" and "protective" to claim 1 and although 
these additions constitute new matter, even if these were adequately disclosed in the original 
specification, they would not render the claims patentable over the prior art. The examiner first 
wishes to point out that the added limitations provide a difference between the two rigid 
substrates in name alone. Either substrate of Giron et al. would be considered protective, or at 
the same time, a carrier to one having ordinary skill in the art and therefore the added limitations 
do little to limit the scope of the claim. The fact that Giron et al. describes the orientation of the 
active stack in terms of which electrodes are directly contacting a rigid substrate (i.e. carrier 
substrate, [0021]) does not definitively brand that substrate a "carrier" nor is that substrate 
prevented from being considered "protective." 

The fundamental issues seems to be applicant's attempt to distinguish to which side of the 
glazing assembly the active stack is adhered to (i.e. the inner face of the substrate which is facing 
the interior or user or the inner face of the substrate which is facing the exterior or away from the 
user). This relationship is not made clear in the instant claims nor can the examiner find clear 
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reference in the specification as originally filled which specifies which side of the glazing would 
be adhered to the active stack (in relation to the exterior/interior of the structure into which the 
glazing is to be installed). 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL B. NELSON whose telephone number is (571) 270- 
3877. The examiner can normally be reached on Monday through Thursday 6AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MN/ 
01/08/09 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 
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